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Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 9,12,14 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. The phrase "said reflective surface is secured within the basin by embedding means 
toward the center of the depth of said basin against the depth of said reflective surface" and "the 
securing means. . .are the compression forces created by the depth of said basin. . .said reflective 
surface has a slightly larger diameter than said basin" had no support in the original 
specification. The specification only disclosed adhering or embedding the reflective surface into 
the closure cap. The adhesion or the step of embedding does not necessarily require any 
compression force toward center of the basin. The reflective surface can simply be enclosed 
firmly into the basin by glue or other means and need not require embedding means toward the 
center of the depth of the basin. In addition, the specification never disclosed that the reflective 
surface has a larger diameter than the basin. Clarification is required. 

3. Claim 9,12,14 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. In claim 9, "the reflective surface is secured within said basin toward the center of 
the depth of said basin", in claim 12, the phrase "said reflective surface is secured within the 



Application/Control Number: 1 0/71 9,834 Page 3 

Art Unit: 3728 

basin by embedding means toward the center of the depth of said basin against the depth of said 
reflective surface" and in claim 14, "the securing means... are the compression forces created by 
the depth of said basin. . . said reflective surface has a slightly larger diameter than said basin is 
not definite because it is not clear what embedding means or compression forces is exerted 
toward center of the depth of the basin. Appropriate correction is required. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1 and 4 are finally rejected under 35 U.S.C. 102(b) as being anticipated by 
Speshyock et al. (US 3,21 1,281). Speshyock et al. discloses a contact lens case comprising a 
base 1 and a cover 2. At least one reservoir or the receptacle compartment on the top side of the 
base and having an outer surface. A reflective surface 5 covering for the outer surface of the 
cover and having a reflective outer surface. The cover has a basin and the reflective surface has 
a depth less than the basin depth. The depth of the basin is from the top surface of the cover to 
element 5'. The mirror is the thin piece within the basin as shown in Figure 3. 

Applicant argues that the cover in Speshyock et al. does not meet the cover as claimed 
because the mirrored cover of the instant invention has threads to connect to the base. However, 
claim 1 does not require this feature as argued. Applicant fiirther argues that the mirrored case 
holds a contact lens case and is not a mirrored contact lens case by itself The examiner fully 
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appreciates the difference pointed out by applicant. However, applicant has not made this 
differentiation in the claim. The structural language in the claim requires a cap and a base. The 
cap has a basin and a reflective surface covering on an outer surface. The reflective surface 
covering has a depth less than the depth of the basin. Speshyock's cover 2 and base 1 have met 
all of the claim limitations in claim 1. In other words, there is no difference in the claim 
language between the cover of the applied reference and the claim even with elements 9 in the 
applied reference. 

6. Claim 6 is finally rejected under 35 U.S.C. 102(b) as anticipated by or, in the altemative, 
under 35 U.S.C. 103(a) as obvious over Speshyock et al or Speshyock in view of Girard (US 
2,650,597) or Ament (US 1,655,452). Speshyock has a basin for receiving the mirror. The 
mirror appears to be attached to the basin, but in the event that it is not attached, it would have 
been obvious to secure the mirror to prevent it from inadvertent removal from the basin. Girard 
and Ament show this type of attachment. Girard teaches providing a mirror on the cap portion 
with the mirror embedded within a basin. The basin has a depth deeper than the mirror in order 
to receive the mirror. Ament also teaches a cap 3,4 with a basin that stores a mirror 5 therein. 
The basin is the area from the top surface to the element 9. 

Applicant argues that the examiner has made no effort to cite a suggestion to combine the 
mirrored caps taught by the secondary references. However, applicant proceeds to state that the 
examiner alleges that it would be "obvious to secure the mirror to prevent it from inadvertent 
removal." It is clear from this statement that applicant acknowledges that the examiner did make 
a suggestion or motivation to combine the references. Hence, the two statements are contrary to 
one another. In addition, applicant argues that the examiner cannot claim it is obvious to attach 
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the mirror to the cap because Speshyock may desire removal of the mirror. However, for a 
rejection based on prima facie case of obviousness, the examiner only has to show some 
teaching, reason, suggestion, or motivation to combine existing elements to produce the claimed 
device, it is not necessary that the cited reference or prior art specifically suggest making the 
combination. In re Oetiken 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In addition, the 
reference itself does not prohibit the attachment to the basin. 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1-14 are finally rejected under 35 U.S.C. 103(a) as being unpatentable over Ulmer 
et al. (US 3,822,780) in view of Girard and/or Ament. 

Ulmer et al. discloses a contact lens case for storing contact lenses comprising a base 18 
having a top side. A least one reservoir on the top side of the base and having an outer surface 
with threads. A cap 14 for the reservoir and is attached to the outer surface of the reservoir by 
threads. A reflective surface covering 60 is on the outer surface of the cap. Ulmer on column 5, 
lines 35-38 discussed the adoption of the mirror on a portion of the outside surface of the 
container but does not disclose how the mirror is formed on the outer surface. However, Girard 
teaches providing a mirror on a cap portion with the mirror embedded within a basin. The basin 
has a depth deeper than the mirror in order to receive the mirror. Ament also teaches a cap 3,4 
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with a basin that stores a mirror 5 therein. The basin is the area from the top surface to the 
element 9. The mirror is spun or crimped or suitably secured to the cap. Therefore, it would 
have been obvious in view of Girard and/or Ament to secure the mirror v^thin the basin by any 
suitable attachment means such by embedding or crimping the mirror therein. 

Applicant argues that the examiner has misinterpreted the reference because it is the 
container 14 that has the mirrored surface, not the cap 18. However, the examiner has 
interpreted element 14 as the cap and element 18 as the base. It is within the discretion of the 
examiner to interchange the terms "container" and "cap" as long as the structure fits the term. 
Hence, the cap 14 has the mirrored surface as required by the claim. 

Applicant argues that the examiner cannot claim it is obvious to attach the mirror to the 
cap because the lack of teaching and Ulmer et al. may desire removal of the mirror. However, 
for a rejection based on prima facie case of obviousness, the examiner only has to show some 
teaching, reason, suggestion, or motivation to combine existing elements to produce the claimed 
device, it is not necessary that the cited reference or prior art specifically suggest making the 
combination. In re Oetiken 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In addition, the 
reference itself does not prohibit the attachment to the basin. 

9. Claims 1,4,5 are rejected under 35 U.S.C. 103(a) as being unpatentable over De Meo 
(Des 358,477) in view of Girard and/or Ament. 

D Meo discloses a contact lens case for storing contact lenses comprising a base having a 
top side. A least one reservoir on the top side of the base and having an outer surface. A cap for 
the reservoir is attached to the outer surface of the reservoir. De Meo appears to have a 
reflective surface on the cap. But in the event that De Meo does not have a reflective surface and 



Application/Control Number: 10/719,834 Page 7 

Art Unit: 3728 

a basin, Girard teaches providing a mirror on a cap portion with the mirror embedded within a 
basin. The basin has a depth deeper than the mirror in order to receive the mirror. The mirror is 
for application of content. Ament also teaches a cap 3,4 with a basin that stores a mirror 5 
therein. The basin is the area from the top surface to the element 9. The mirror is spun or 
crimped or suitably secured to the cap. Therefore, it would have been obvious in view of Girard 
and/or Ament to secure the mirror within the cap by any suitable attachment means such by 
embedding or crimping the mirror therein. 

10. Claims 2-3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over the references 
applied above with respect to claim 1 above, further in view of Lin (US ) 

De Meo does not disclose whether the base and cap are engaged by threads. However, it 
is conventionally known to engage the cap to the base of a contact lens container by threads. 
This is shown by Lin as element 102,202. 

11. Claims 6-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over De Meo (Des 
358,477) in view of Girard and/or Ament and Lin 

D Meo discloses a contact lens case for storing contact lenses comprising a base having a 
top side. A least one reservoir on the top side of the base and having an outer surface. A cap for 
the reservoir is attached to the outer surface of the reservoir. De Meo appears to have a 
reflective surface on the cap. But in the event that De Meo does not have a reflective siuface and 
a basin, Girard teaches providing a mirror on a cap portion with the mirror embedded within a 
basin. The basin has a depth deeper than the mirror in order to receive the mirror. The mirror is 
for application of content. Ament also teaches a cap 3,4 with a basin that stores a mirror 5 
therein. The basin is the area from the top surface to the element 9. The mirror is spun or 
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crimped or suitably secured to the cap. Therefore, it would have been obvious in view of Girard 
and/or Ament to secure the mirror within the cap by any suitable attachment means such by 
embedding or crimping the mirror therein. 

De Meo does not disclose whether the base and cap are engaged by threads. However, it 
is conventionally known to engage the cap to the base. This is shown by Lin as element 
102,202. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated fi^om the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Telephone inquiries regarding the status of applications or other general questions, by 
persons entitled to the information, should be directed to the group clerical personnel and not to 
the examiners. In as much as the official records and applications are located in the clerical 
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section of the examining groups, the clerical personnel can readily provide status information 
without contacting the examiners, M.P.E.P. 203.08. 

If in receiving this Office Action it is apparent to applicant that certain documents are 
missing, e.g., copies of references cited, form PTO-1449, form PTO-892, etc., requests for copies 
of such papers should be directed to Erica Miller at (571) 272-4370. 

For applicant's convenience, the official FAX number is 571-273-8300. This practice 
may be used for filing papers not requiring a fee. It may also be used for filing papers which 
require a fee by applicants who authorize charges to a PTO deposit account. Please identify 
Examiner Luong of Art Unit 3728 at the top of your cover sheet of any correspondence 
submitted. 

Inquiries concerning the merits of the examination should be directed to Shian Luong 
whose telephone number is (571) 272-4557. The examiner can normally be reached on M-H 
from 7:00am to 4:00pm EST. The examiner's supervisor Mickey Yu can be reached at (571) 
272-4562 for urgent matters. 



STL 

August 29, 2006 
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